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DETAILED ACTION 

This Office Action is in response to the communication filed on 3/14/08. Claims 1, 2, 4, 
6-8 and 10-12 are pending. Claims 1, 2, 4, 6 and 7 are withdrawn as being directed toward a 
nonelected species. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 3/14/08 has been entered. 

Election/Restrictions 

Claims 1, 2, 4, 6 and 7 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
11/20/07. 

Applicant elected formula 8 (page 10 of the specification) as the organic compound 
species and a carbonaceous material as the substrate species. 

Claim Objections 

Claim 12 is objected to because of the following informalities: the dependent claim is in 
improper form. Claim 8 recites "an electrode" and claim 12 recites "the electrochemical device 
in accordance with claim 8", which is improper. The claims should be amended to clearly recite 
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what is being claimed (an electrode or an electrochemical device). Note "for an electrochemical 
device" in claim 8 is an intended use limitation. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 8 and 10-12 are rejected under 35 U.S.C. 102(e)/103(a) as being anticipated by, 
and alternatively unpatentable over, Nakahara et al., US 6,866,964. 

Nakahara teaches a secondary battery (electrochemical device) comprising at least a 
positive electrode, a negative electrode and an electrolyte, wherein an active material in at least 
one of the positive electrode and the negative electrode contains a radical compound (2:20-25). 
Examples of the radical compound include formulas (Al) and (A2) in column 3, lines 5-18. The 
radical compound may be represented by formula (A5) wherein all of the alkyls Ri to R4 are 
methyl (4:35-67). In formula (A5), Xi and X 2 may both be an aliphatic group that is saturated or 
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unsaturated, substituted or unsubstituted, and straight, cyclic or branched. The radical compound 
may be represented by formula (A8) wherein all of the alkyls Ri to R4 are methyl and X is an 
aliphatic group (5:50-6:16). The negative electrode collector (substrate) may be carbon and the 
active material of the negative electrode may be chemically bound to the negative collector. The 
positive electrode collector (substrate) may be carbon and the active material of the positive 
electrode may be chemically bound to the positive collector (25:53-58). See also formula (A30) 
at column 30. Thus the claims are anticipated. 

The claims are alternatively unpatentable. Nakahara docs not explicitly teach the elected 
species of Formula 8 in the present specification. However, Nakahara teaches the radical 
compound may be represented by formula (A8) wherein X is an aliphatic group. The aliphatic 
group contained in the elected species is one of multiple aliphatic groups. A 35 U.S.C. 102/103 
rejection is considered proper where it is unclear if the reference teaches the claimed elected 
invention with sufficient specificity. The elected radical compound of formula 8 is at least 
obvious in view of the teachings by Nakahara because no criticality has been shown for the 
specific aliphatic group of the claimed elected invention. 
* 

Claims 8 and 10-12 are rejected under 35 U.S.C. 102(b)/103(a) as being anticipated by, 
and alternatively unpatentable over, Nakahara et al., WO 02/082570 and/or under 
U.S.C. 102(e)/ 103(a) as being anticipated by, and alternatively unpatentable over, Nakahara et 
al, US 7,226,697. 

Note US 7,226,697 will be used to discuss the teaching of both Nakahara references since 
WO 02/082570 was published in Japanese. 
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Nakahara teaches a charge storage device such as a battery wherein a positive electrode 
comprises a nitroxyl compound having a structure of a nitroxyl cation moiety represented by 
formula (I) in an oxidized state while having a structure of a nitroxyl radical moiety represented 
by formula (II) in a reduced state. The reaction is represented by formula (A) (abstract). 
Preferably, the nitroxyl compound is a compound containing a cyclic structure represented by 
general formula (la) in an oxidized state. In formula (la), Rl to R4 may each represent an alkyl 
having 1 to 4 carbon atoms and X represent a bivalent group forming a five-to seven-membered 
ring. Formula (la) may be part of a polymer where X is part of a side chain in the polymer or of 
a main chain of the polymer. The nitroxyl compound is particularly preferably a polymer having 
a side chain comprising the structure represented by formula (la) (2:10-30). A preferred nitroxyl 
compound is represented by formula (1) in column 3. The negative electrode collector 
(substrate) may be carbon and the active material of the negative electrode may be chemically 
bound to the negative collector. The positive electrode collector (substrate) may be carbon and 
the active material of the positive electrode may be chemically bound to the positive collector 
(8:49-56). Thus the claims are anticipated. 

The claims are alternatively unpatentable. Nakahara does not explicitly teach the elected 
species of Formula 8 in the present specification. However, Nakahara teaches the nitroxyl 
compound may be represented by formula (1) wherein formula (1) is part of a polymer. A 35 
U.S.C. 102/103 rejection is considered proper where it is unclear if the reference teaches the 
claimed elected invention with sufficient specificity. The elected radical compound of formula 8 
is at least obvious in view of the teachings by Nakahara because no criticality has been shown 
for the specific polymer group (repeat unit structure) of the claimed elected invention. 
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Response to Arguments 

Applicant's arguments filed 3/14/08 have been considered but are not found persuasive. 
Applicant asserts both Nakahara '697 and '964 are silent to an active material bonded to the 
substrate via a covalent bond. However, Nakahara teaches the negative electrode collector 
(substrate) may be carbon and the active material of the negative electrode may be chemically 
bound to the negative collector. Both the substrate of the elected invention and the substrate 
(collector) of Nakahara are carbon. In formula (A8), "X" is a carbon containing chain. Thus, in 
order for the active material to be chemically bound to the collector, a carbon-carbon bond is 
inherently taught by Nakahara. Both the nitroxyl radical of the elected invention and the nitroxyl 
radical of Nakahara function as the electrode reaction site. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tracy Dove whose telephone number is 571-272-1285. The 
examiner can normally be reached on Monday-Thursday (9:00-7:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
/Tracy Dove/ 

Primary Examiner, Art Unit 1795 
May 26, 2008 



